
book entitled "Particle size Measurement", Second Edition, published by Chapman and Hall 
Ltd.(1975)[Enclosure 1] and a copy of a page from Ullmann's, Encyclopedia of Industrial 
Chemistry, Fifth Edition, Vol. A7, p. 160-161, 1986, editor Wolfgang GERHARTZ, ' 
publisher:VCH. The Examiner's attention is also directed to U.S. 6171567. 

Applicants, by the undersigned, thanks the Examiner for the telephone conference on 
Friday August 30. The Examiner was of the view that Claim 13 referred to D90 in a way that 
was unclear. In applicants' version of Claim 13, the algebraic equation defining sigma, a, is 
complete in terms of Dio, D50 and D90 and each of Dio, D50 and D90 are in fact defined in terms of 
a specific diameter. 

These references tend to support the proposition that the given definition of D90 (D50 . . . .) 
is a classical implicit definition. The numerical value therefor can be directly read on standard 
cumulative particle size distribution graph(s). Those graphs give, as a fimction of the diameter 
"d", the total percentage of particles whose diameter is less than "d" (see as an example in annex, 
fig. 4.3 from Terence ALLEN's book "Particle size Measurement"). To find the value of f i. D50, 
select the value 50 on the "Y" axis and read the corresponding value of Dsoon the "X" axis. 

Moreover, the reference, U.S. Patent No. 6,171,56781, newly cited by the Examiner 
shows that very same proposition in the paragraph bridging columns 1 and 2. This patent recites 
a PCT publication date of 1995. 

CLAIM REJECTIONS - 35 USC §103 and DOUBLE PATENTING 

Because the content German Patent Doc DE 4100645A1 to Regler [hereinafter 'Regler'] 
is a basis for each of the two referenced-based rejections it will be discussed first. Applicants 
respectfully traverse the rejection of Claims 1-10 and 12 under 35 U.S.C. 103(a) as 
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unpatentable over German Patent Doc DE 41 00645 Al to Regler [hereinafter 'Regler'] in 
view of WO 95/19835. 

Applicants wish to stress the following points, relating to Regler: 

• Regler' s invention lies in the addition of nitrogen containing compounds, in order to 
reduce the emission of nitrogen oxides. This is not at all the subject of applicants' 
invention to basic alkali and/or alkaline earth compounds; and it is not particularly 
relevant to the object of the invention, which includes solving an agglutination problem, 
of sodium bicarbonate. Thus, a man skilled in the art who wants to solve an agglutination 
problem would not look at the Regler 's paper at all\ 

• In applicants' invention the bicarbonate is the main active constituent whereas the 
magnesium compound is a caking inhibitor additive. This is emphasized in originally 
filed claim 3. To the contrary, in Regler, the alkaline earth compound can be the main or 
only (and even preferred, see best mode in the example) active basic constituent for the 
gas purification. 

• Concerning the embodiment where the caking inhibitor is lignite coke, one has to realize 
that lignite is a very particular coal, with the lowest calorific value (see Ullman's 
reference, in annex) which is different firom active coal (see specification p.2, 1.30-33, 
which states that active charcoal is a different constituent). 

• Regler' s compositions comprise alkali and/or alkaline earth. The selection of sodium 
bicarbonate and a magnesium compound among 6 alkali and 4 alkaline earth (burned 
lime, calcium hydroxide, calcium carbonate and magnesium compound) amounts to the 
selection of two elements among a list of 10 elements, that is one among 90 (10 times 9). 
Moreover, Regler recommends adding a surface active substance, including one which is 
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silica. The probability to avoid silica is 4/5, since silica is in a list of 5 elements. In 
summary, the reconstitution of the constituents of the invention through multiple 
selections in the 3 Regler's lists, amounts to a selection of one element in a hundred! 

• In order to reconstitute the invention, starting from Regler, the skilled man would have 
had, after the selection of one- among a hundred of possibilities, to modify the 
proportions of the selected constituents of the composition. Indeed, in Regler, the 
magnesium compound is a (or even the) basic active substance for gas purification. In 
his only example, Regler discloses a composition consisting of calcium hydroxide only 
(which is in the same list as the magnesium compounds). To the contrary, according to 
the invention, the magnesium compound is an additive, in proportions of at most 10% in 
weight! 

• The comparison of the applicants' specification examples 7 (in accordance with the 
invention) and 8 (not in accordance with the invention reveals the particularly interesting 
advantage of avoiding, according to the invention, the presence of sihca. in the reactive 
composition. 

• In conclusion, the Examiner's reasoning is a real a posteriori reconstruction of the 
invention. To the contrary, the complexity of the selections and modifications needed to 
reconstitute the claimed subject mater proves that the invention is nonobvious over 
Regler. 

With respect to the PTO reliance on the Graham determinations, it is applicants' view, 
that the differences between the applied references are such that a person of ordinary skill 
would not look to the actual descriptions of the references and find the language of the 
rejected claims or the discovery of the problem recognized by applicants. Particularly, the 
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applied references provide no motivation or expectation of success, with respect to the 
language of the rejected claims. 
DOUBLE PATENTING 

Applicants' respectfully traverse the obviousness-type double patenting rejection. 
Substantively, applicants note that the discussion above with respect to the non-obviousness of 
the invention over Regler, also moots the double patenting rejection. 

Legally, applicants' note the Studiengesselschaft Kohle mbH v. Northern Petrochemical 
Co. [ 228 USPQ 837 Fed.Cir. 1986 ]case precedent. In this case, the court held that claims to a 
product are not directed to the same invention as claims directed to a process of use, viz., 
"[BJecause the two patents claim different statutory classes of subject matter, composition and 
process, they are not the same invention. Studiengesselschaft Kohle mbH v. Northern 
Petrochemical Co. [ 228 USPQ 837, at 840]" 

In applicants' view combining two references which relate to inventions different from 
each other and different from the claims at issue does not provide a prima facie grounds for 
double patenting. Evidence of this is that the very composition which applicants' expressly seek 
to exclude from the claims at issue could be used in a way to infringe the claims of the cited 
patent [6171567B1]. 

Reconsideration and an early allowance are respectfully solicited.. 




Respectfully submitted. 



Registration No. 26,032 
Venable, Baetjer, Howard & Civiletti, LLP 

Post Office Box 34385 
Washington, D.C. 20043-9998 



Phone: (202)962-4800 
Fax: (202) 962-8300 
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In re Patent Application of: 

Applicants : Nilo FAGIOLDSfl et al. 

Appln. No. : 09/423,746 

Filed : November 15, 1999 

For : REACTIVE POWDER COMPOSITION 

AND METHOD FOR PURIFYING GAS 

Atty.Dkt. : 32232-152197 



MARKED UP VERSION OF CLAIM AMENDMENT 

1 . (FIVE times Amended) Solid pulverulent reactive composition for the purification of a 

. . ..... 

gas, comprising at least 90% by weight of sodium bicarbonate and a caking inhibitor for sodium 

bicarbonate and being devoid of silica, said inhibitor comprising lignite coke and/or a 

magnesium compound selected fi-om the group consisting of magnesium oxide, magnesium 

hydroxide, mixtures of magnesium oxide and magnesium hydroxide and magnesium 

hydroxycarbonate, wherein said composition exhibiting a mean particle size of less than 50[|4,] 

\im and a particle size slope of less than 5 and wherein said inhibitor present in an amount by 

weight of greater than 0.5% of the weight of sodium bicarbonate . 
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